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1. The examiner acknowledges the cancellation of claim 9 set 
forth in the amendment filed on Mar. 27, 2006. Claims 1-6 
and 10-22 are pending. 

The "Amendment to the specif ication" section set forth in 
the amendment filed on Jan. 6, 2006, has been entered. 

2. The "Amendment to the claims" section filed on Jan. 6, 
2006, does not comply with 37 CFR 1.121 for the reasons 
discussed in the "Notice of Non-compliant Amendment" mailed on 
Mar. 21, 2006. Accordingly, that "Amendment to the claims" 
section has not been entered. 

3. The examiner has considered the US applications listed on 
"List of related cases" in the Information Disclosure statements 
filed on Oct. 11, 2005, and Dec. 16, 2005. 

4. The rejection of claim 19 under 35 U.S.C. 112, second 
paragraph, set forth in the office action mailed on Oct. 6, 
2005, paragraph 10, has been withdrawn in response to the 
amendment to claim 19 set forth in the amendment filed on 
Mar. 27, 2006. 

The rejection of claims 1-6 and 9-14 under 35 
U.S.C. 102(b)/103(a) over US 2002/0081510 Al (Sugiyama), as 
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evidenced by applicants' admission I, set forth in the office 
action mailed on Oct. 6, 2005, paragraph 12, has been withdrawn 
in response to the amendment to independent claim 1 set forth in 
the amendment filed on Mar. 27, 2006, and in response to the 
showing in the Rule 132 declaration, which was executed by 
Hideki Sugiura on Dec. 20, 2005, filed on Jan. 6, 2006. That 
amendment to claim 1 added the limitation of now-cancelled claim 
9 that "a ratio (S/V) of the surface concentration of nitrogen S 
[of the toner] to the overall concentration of nitrogen V [in 
the toner] is from 1.2 to 10." The Rule 132 declaration shows 
that the toner in example 14 of Sugiyama has a ratio (S/V) 
of 1.1, which is outside the scope of the S/V ratio of 1.2 to 10 
recited in instant claim 1. Accordingly, for the reasons 
discussed by applicants in the response filed on Jan. 6, 2006, 
the toner recited in instant claims 1-6, 10-14, and 22 is 
neither anticipated by nor obvious over Sugiyama. 

The rejections of claims 1-6, 9-14, and 22 under 35 
U.S.C. 102(a) /103(a) over US 2003/0138717 Al (Yagi) , as 
evidenced by applicants' admission II, and of claims 1-6, 9-14, 
and 22 under 35 U.S.C. 102 (e) /103 (a) , set forth in the office 
action mailed on Oct. 6, 2005, paragraph 15, have been withdrawn 
in response to the amendment to independent claim 1, as 
described supra, and in response to the showing in the Rule 132 
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declaration filed on Jan. 6, 2006. The Rule 132 declaration 
shows that the toner in example 1 of Yagi has a ratio (S/V) 
of 1.1, which is outside the scope of the S/V ratio of 1.2 to 10 
recited in instant claim 1. Accordingly, for the reasons 
discussed by applicants in the response filed on Jan. 6, 2006, 
the toner recited in instant claims 1-6, 10-14, and 22 is 
neither anticipated by nor obvious over Yagi. 

The rejections of claims 1-6, 9-14, and 22 under 35 
U.S.C. 102(a) /103(a) over US 2003/0104297 Al (Matsuda) , as 
evidenced by applicants' admission III, and of claims 1-6, 9-14, 
and 22 under 35 U.S.C. 102 (e) /103 (a) over Matsuda, as evidenced 
by applicants' admission III, set forth in the office action 
mailed on Oct. 6, 2005, paragraph 19, have been withdrawn in 
response to the amendment to independent claim 1, as described 
supra, and in response to the showing in the Rule 132 
declaration filed on Jan. 6, 2006. The Rule 132 declaration 
shows that the toner in example 13 of Matsuda has a ratio (S/V) 
of 1.1, which is outside the scope of the S/V ratio of 1.2 to 10 
recited in instant claim 1. Accordingly, for the reasons 
discussed by applicants in the response filed on Jan. 6, 2006, 
the toner recited in instant claims 1-6, 10-14, and 22 is 
neither anticipated by nor obvious over Matsuda. 
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5. The disclosure is objected to because of the following 
informalities: 

The use of trademarks, e.g., Fluorad [sic: FLUORAD] at 
page 45, line 16, and Printex [sic: PRINTEX] in the amended 
paragraph beginning a page 81, line 5, of the specification, set 
forth in the amendment filed on Jan. 6, 2005, has been noted in 
this application. The trademarks should be capitalized wherever 
they appear and be accompanied by the generic terminology. 
These examples are not exhaustive. Applicants should review the 
entire specification for compliance. 

Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be 
respected and every effort made to prevent their use in any 
manner which might adversely affect their validity as 
trademarks . 

Appropriate correction is required. 

Applicants' arguments filed on Jan. 6, 2006, have been 
fully considered but they are not persuasive. 

Applicants assert that the amendment to the specification 
filed on Jan. 6, 2006, overcomes the objection. 

However, as discussed in the above objection, that 
amendment did not capitalize all the trademarks disclosed in the 
specification. Accordingly, the objection stands. 
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6. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

7. Claims 15, 20, and 21 are rejected under 35 U.S.C. 102(b) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over US 2002/0081510 Al (Sugiyama) , as evidenced by 
applicants' admission in example 1 at pages 82-83 and in Table 1 
of the instant specification (applicants' admission I) . 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 12, which are 
incorporated herein by reference. 

8. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 2003/00118366 Al (Nukada) combined with 
Sugiyama, as evidenced by applicants' admission I. 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 13, which are 
incorporated herein by reference. 

9. Claims 15-18, 20, and 21 are rejected under 35 

U.S.C. 102(a) as anticipated by or, in the alternative, under 35 
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U.S.C. 103(a) as obvious over US 2003/0138717 Al (Yagi), as 
evidenced by applicants' admissions at page 11, line 19, to 
page 12, line 2, page 12, lines 14-23, and page 48, lines 10-20, 
and in example 1 at pages 82-83 and in Tables 1 and 2, of the 
instant specification (applicants' admission II) . 

Claims 15-18, 20, and 21 are rejected under 35 
U.S.C. 102(e) as anticipated by Yagi, as evidenced by 
applicants' admission II. 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 16, which are 
incorporated herein by reference. 

10. Claim 19 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nukada combined with Yagi, as evidenced by 
applicants' admission II. 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 17, which are 
incorporated herein by reference. 

Note that the header in the rejection in paragraph 17 
inadvertently cited Sugiyama, rather than the reference Yagi, as 
evidenced by applicants' admission II. Yagi was discussed in 
the body of the rejection. Because applicants have addressed 
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the rejection, it appears that applicants were aware of the use 
of the reference Yagi in the rejection. 

11. Claims 15-18, 20, and 21 are rejected under 35 

U.S.C. 102(a) as anticipated by or, in the alternative, under 35 

U.S.C. 103(a) as obvious over US 2003/0104297 Al (Matsuda) , as 

evidenced by applicants' admissions at page 12, lines 14-23, and 

page 48, lines 10-20, and in example 1 at pages 82-83 and in 

Table 1, of the instant specification (applicants' 

admission III) . 

Claims 15-18, 20, and 21 are rejected under 35 
U.S.C. 102(e) as anticipated by Matsuda, as evidenced by 
applicants' admission III. 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 19, which are 
incorporated herein by reference. 

Note that the body of the rejections in paragraph 19 
inadvertently labeled the Matsuda toner as that of example 12, 
instead of example 13. The reference cites and the description 
of the method of making the toner in the rejections are clearly 
those of example 13. Because applicants' arguments are based on 
the toner in example 13 of Matsuda, it appears that applicants 
were aware that the Matsuda toner described in the rejections 
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was the toner in example 13 of Matsuda. 

12. Claim 19 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nukada combined with Matsuda, as evidenced by 
applicants' admissions III. 

The claims are rejected for the reasons discussed in the 
office action mailed on Oct. 6, 2005, paragraph 20, which are 
incorporated herein by reference. 

13. Applicants' arguments filed on Jan. 6, 2006, regarding the 
rejections in paragraphs 7-12 above have been fully considered 
but they are not persuasive. 

Applicants assert that none of the cited prior art toners 
exhibit a S/V ratio as recited in instant claim 1 as shown in 
the Rule 132 declaration filed on Jan. 6, 2006. 

However, instant claims 15-21 recite the presence of a 
toner comprising a polyester resin containing nitrogen that "a 
concentration of nitrogen at the surface [of the toner] being 
more than a concentration of nitrogen in the entire toner." 
Instant claims 15-21 do not recite that that the toner has a 
ratio (S/V) of the surface concentration of nitrogen S of the 
toner to the overall concentration of nitrogen V of the toner of 
1.2 to 10 as asserted by applicants. Applicants cannot argue 
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patentability based on limitations that are not present in the 
claims . 

Moreover, the Rule 132 declaration shows that each of the 
Sugiyama toner, Yagi toner, and the Masuda toner, has a ratio 
S/V of 1.1. Thus, the prior art toners meet the limitation of 
"a concentration of nitrogen at the surface [of the toner] being 
more than a concentration of nitrogen in the entire toner" 
recited in instant claims 15-21. Moreover, applicants have not 
provided any objective evidence showing that the prior art 
toners do not have the other properties, i.e., the hardness, the 
heat resistance, or the cross-linking density recited in instant 
claims 15-21. Accordingly, the rejections of claims 15-21 over 
the cited prior art stand. 

Applicants further assert that neither Yagi nor Matsuda 
qualify as prior art under 35 U.S.C. 103(c). Applicants state 
that Yagi, Matsuda, and the present application "were, at the 
time the invention of the present application was made, owned by 
Ricoh Co. , Ltd. " 

However, as discussed in the office action mailed on 
Oct. 6, 2005, paragraphs 15 and 18, respectively, Yagi and 
Matsuda were published on Jul 24, 2003, and on Jun. 5, 2003, 
respectively. The inventive entities in Yagi and in Matsuda 
both differ from that of the instant specification. The 
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publishing dates of Yagi and Matsuda are both prior to the 
instant application's US filing date of Aug. 21, 2003. Thus, 
both Yagi and Matsuda qualify as prior art under 35 U.S.C. 
102(a) and under 35 U.S.C. 103(c). Therefore, the rejections 
under 35 U.S.C. 103(a) over Yagi in paragraphs 9 and 10 and the 
rejections under 35 U.S.C. 103(a) over Matsuda in paragraphs 11 
and 12, stand. 



14. Claims 1-6, 10-14, and 22 are allowable over the prior art 
for the reasons discussed in paragraph 4 above, which are 
incorporated herein by reference. 



15. THIS ACTION IS MADE FINAL. Applicants are reminded of the 

extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 



16. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
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Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's acting supervisor, Mr. Nam Nguyen, 
can be reached on (571) 272-1342. The central fax phone number 
is (271) 273-8300. 

Any inquiry of papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



JLD 

Jun. 6, 2006 
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